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DETAILED ACTION 
Response to Arguments 

1. Applicant's arguments with respect to claims 1-9 have been considered but are 
moot in view of the cancelled claims. Examiner acknowledges new claims by Applicant 
and presents additional prior art(s) for the new claims. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 10-30 are rejected under 35 U.S.C. 102(e) as being anticipated by Maeda 
(USPN 6,437,843). 

With respect to claim 10, Maeda discloses a facsimile apparatus (internet 
facsimile apparatus 1, col. 3, lines 6-24) capable of performing facsimile 
communications through a computer network (col. 2, lines 57-66), said apparatus 
comprising: 

a storage section (RAM 12, col. 3, lines 24-27); 
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an address acquisition section configured to acquire addresses of other parties of 
the facsimile communications during the facsimile communications (list of Fig. 6 
showing other fax addresses to initiate transmission); 

an address storage control section (see "INTERNET ADDRESS" of Fig. 6) 
configured to store all of the addresses acquired by the address acquisition section for a 
given time period in the storage section so as to maintain a communication history (see 
"DATE and TIME of ACQUISITION" of Fig. 6) and 

an address designation section configured to selectively designate an address of 
a desired one of the other parties from the addresses stored in the storage section and 
to set the designated address as a designated other party address (using one-touch 
number of Fig. 6 to designate a fax party). 

With respect to claim 1 1 , Maeda discloses a facsimile apparatus according to 
claim 10, further comprising: 

a communication-capability acquisition section (RAM 12 of Maeda in Fig. 6) 
configured to acquire communication-capability information of the other parties during 
the facsimile communications; 

a communication-capability storage control section ("Internet Fax Function" in 
Fig. 6) configured to store the communication-capability information acquired by the 
communication-capability acquisition section in the storage section in correspondence 
with the corresponding addresses acquired by the address acquisition section; 
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wherein when new communication-capability information corresponds to an 
address already stored in the storage section In correspondence with communication- 
capability information, and 

if the new communication-capability information is different from the already- 
stored communication-capability information, the address storage control section 
updates the already-stored communication capability Information to coincide with the 
new communication-capability Information 

Maeda discloses a RAM 12 obtaining capability Information of destination 
apparatuses by transmitting capability requests to destination apparatuses and 
receiving notification from destination apparatuses using a mail protocol (col. 6, lines 
21-26), specifically SMTP (col. 6, line 23), also teaching converting a file according to 
the capability of the receiving apparatus (col. 6/lines 26-28) and to transmit the 
converted sending data as e-mail using SMTP (col. 6, lines 29-30). Examiner notes that 
the Table of Fig. 6 Is updated and a date-stamp is associated with the update. 

With respect to claim 12, Maeda discloses a facsimile apparatus according to 
claim 10, further comprising a communication-capability storage control section 
configured to store communication-capability information in the storage section in 
correspondence with the corresponding addresses of the other parties ("Internet FAX 
capability" stores capability of other parties, col. 6, lines 10-12), said communication- 
capability information being included in affirmation Information transmitted from the 
other parties after completion of the facsimile communications (the information is 
received by the CPU 5 as a capability notification, col. 6, lines 24-26); 
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wherein when new communication-capability information corresponds to an 
address already stored in the storage section in correspondence with communication- 
capability information, and the new communication-capability information is different 
from the already-stored communication-capability information, the address storage 
control section updates the already-stored communication capability information to 
coincide with the new communication-capability information (Examiner notes that the 
Table of Fig. 6 is updated and a date-stamp is associated with the update. The 
capability information for any address is updated when the apparatus of Maeda polls the 
capabilities of network devices, col. 6, lines 21-26). 

With respect to claim 13, Maeda discloses a facsimile apparatus according to 
claim 10, wherein the storage section comprises a recipient-address area (Fig. 3, Line 
5) and an originator-address area (Fig. 3, Line 5); and 

wherein when the other party of one of the facsimile communications is a 
recipient of the facsimile communication, the address of the other party is stored in the 
recipient-address area (see Fig. 3), and when the other party of one of the facsimile 
communications is an originator of the facsimile communication, the address of the 
other party is stored in the originator-address area (see Fig. 3). 

With respect to claim 14, Maeda discloses a facsimile apparatus according to 
claim 13, wherein the address designation section receives a designation of one of the 
recipient-address storage area and the originator-address storage area, 
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displays a list of addresses stored in the designated one of the storage areas, 
receives a request to selectively designate the desired address from the addresses in 
the displayed list (list of Fig, 6 showing other fax parties to initiate transmission), and 

sets the designated address (using one-touch number of Fig. 6 to designate a fax 
party) from the list as the designated other party address. 

With respect to claim 15, Maeda discloses facsimile apparatus according to claim 
13, wherein the storage section further comprises an abbreviated-dialing registration 
area (see "ONE-TOUCH NUMBER" section of Fig, 6); and 

wherein the facsimile apparatus further comprises an address registration section 
which receives a designation of a desired address stored in one of the recipient-address 
storage area (see "INTERNET ADDRESS" of Fig. 6) and the originator-address storage 
area and 

registers the designated address in the abbreviated-dialing registration area (see 
registered address of "INTERNET ADDRESS" of Fig. 6). 

With respect to claim 16, Maeda discloses facsimile apparatus according to claim 
15, wherein the address registration section receives a designation of one of the 
recipient-address storage area and the originator-address storage area, 

displays a list of addresses stored in the designated one of the storage areas (list 
of Fig. 6 showing other fax parties to initiate transmission), 

receives a request to selectively designate the desired address from the 
addresses in the displayed list and registers the designated address from the list in the 
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abbreviated-dialing registration area (using one-touch number of Fig. 6 to designate a 
fax party). 

Claim 17, a method claim, is rejected for the same reason as claim 10. 
Claim 18, a method claim, is rejected for the same reason as claim 1 1 . 
Claim 19, a method claim, is rejected for the same reason as claim 12. 
Claim 20, a method claim, is rejected for the same reason as claim 13. 
Claim 21, a method claim, is rejected for the same reason as claim 14. 
Claim 22, a method claim, is rejected for the same reason as claim 15. 
Claim 23, a method claim, is rejected for the same reason as claim 16. 
Claim 24, an apparatus means claim, is rejected for the same reason as claim 

10. 

Claim 25, an apparatus means claim, is rejected for the same reason as claim 

11. 

Claim 26, an apparatus means claim, is rejected for the same reason as claim 

12. 

Claim 27, an apparatus means claim, is rejected for the same reason as claim 

13. 

Claim 28, an apparatus means claim, is rejected for the same reason as claim 

14. 

Claim 29, an apparatus means claim, is rejected for the same reason as claim 

15. 
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Claim 30, an apparatus means claim, is rejected for the same reason as claim 

16. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thomas J. Lett whose telephone number is (571)272- 
7464. The examiner can normally be reached on 7-3:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kimberly A. Williams can be reached on (571)272-7471 . The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 
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Information regarding ttie status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 




